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This is a decision on the petition under 37 CFR 1.137(a), filed August 10, 2006, to revive the 
above-identified application. 

The petition under 37 CFR 1 .137(a) is DISMISSED. 

Any further petition to revive the above-identified application must be submitted within TWO 
(2) MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are 
permitted. The reconsideration request should include a cover letter entitled "Petition under 
37 CFR 1.137(a)." This is not final agency action within the meaning of 5 U.S.C. § 704. 

The above-identified application became abandoned for failure to timely reply to non-final Office 
action, mailed November 30, 2004, which set an extendable period for reply of three (3) months. 
Having filed no reply, this application became abandoned on March 1, 2005. A Notice of 
Abandonment was mailed on June 29, 2005. 

Petitioner states that the delay was unavoidable because the non-final Office action mailed on 
November 30, 2004 was not received at the correspondence address of record. 

A grantable petition to revive an abandoned application under 37 CFR 1 .137(a) must be 
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application 
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing 
application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or 
any portion thereof, the required reply must be the payment of the issue fee or any outstanding 
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balance thereof; (2) the petition fee as set forth in § 1.17(1); (3) a showing to the satisfaction of 
the Director that the entire delay in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to this paragraph was unavoidable; and (4) any terminal 
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section. 

This petition does not satisfy requirements (1) and (3). 

With respect to (1), petitioner has not submitted a reply to the November 30, 2004 non-final 
Office action. 

A copy of the November 30, 2004 non-final Office action is enclosed. This should enable 
petitioner to craft an appropriate reply. 

With respect to (3), the showing of record is inadequate to establish unavoidable delay within the 
meaning of 37 CFR 1.137(a). Specifically, an application is "unavoidably" abandoned only 
where petitioner, or counsel for petitioner, takes all action necessary for a proper response to the 
outstanding Office action, but through the intervention of unforeseen circumstances, such as 
failure of mail, telegraph, telefacsimile, or the negligence of otherwise reliable employees, the 
response is not timely received in the Office. Ex parte Pratt , 1887 Dec. Comm'r Pat. 31 (Comm'r 
Pat. 1887). 

The Director may revive an abandoned application if the delay in responding to the relevant 
outstanding Office requirement is shown to the satisfaction of the Director to have been 
"unavoidable". 35 U.S.C.§ 133. Decisions on reviving abandoned applications have adopted the 
reasonably prudent person standard in determining if the delay was unavoidable. Ex parte Pratt . 
1 887 Dec. Comm'r Pat. 3 1 , 32-33 (Comm'r Pat. 1 887)(the term 'unavoidable' "is applicable to 
ordinary human affairs, and requires no more or greater care or diligence than is generally used and 
observed by prudent and careful men in relation to their most important business"); In re Mattullath . 
38App. D.C. 497, 514-15 (D.C. Cir. 1912); Ex parte Henrich . 1913 Dec. Comm'r Pat. 139, 141 
(Comm'r Pat. 1913). In addition, decisions on revival are made on a "case-by-case basis, taking all 
the facts and circumstances into account." Smith v. Mossinghoff 671 F.2d 533, 538, 213 USPQ 
977, 982 (D.C. Cir. 1982). Finally, a petition to revive an application as unavoidably abandoned 
cannot be granted where a petitioner has failed to meet his or her burden of establishing the cause of 
the unavoidable delay. Haines v. Ouigg . 673 F. Supp. 314, 5 USPQ2d 1 130 (N.D. Ind. 1987). 

The showing required to establish non-receipt of an Office communication must include : 

h A statement from the practitioner stating that the Office communication was not 
received by the practitioner and attesting to the fact that a search of the file jacket and docket 
records indicates that the Office communication was not received. 

2. A copy of the docket record where the non-received Office communication would 
have been entered had it been received and docketed must be attached to and referenced in 
practitioner's statement. 

A review of the record indicates no irregularity in the mailing of the November 30, 2004 non- 
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final Office action, and in the absence of any irregularity there is a strong presumption that the 
communication was properly mailed to the applicant at the correspondence address of record. 
This presumption may be overcome by a showing that the aforementioned communication was 
not in fact received. 

Petitioner has not proven non-receipt because (1) practitioner has not attested to the fact that a 
search of the file jacket indicates that the Office communication was not received and (2) 
practitioner has not included a copy of the docket record where the non-received Office 
communication would have been entered had it been received and docketed. 

In addition, the Office would like a statement from the person /persons who searched the HDP 
docket records. The petition indicates that an individual/individuals in the HDP docketing 
department reviewed the docket records and confirmed there was no record of HDP receiving the 
November 30, 2004 non-final Office action. It appears that someone other than the practitioner 
filing this petition performed the actual search of the docket records. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop PETITION 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 



By hand: U.S. Patent and Trademark Office 

Customer Service Window, Mail Stop Petition 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



By FAX: 



(571) 273-8300 - ATTN: Office of Petitions 
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272- 



Shirene Willis Brantley U 
Senior Petitions Attorney 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 

enclosures: copy of November 30, 2004 non-final Office action 
copy of Notice of References Cited (PTO-892) 
copy of Information Disclosure Citation ((PTO-1449) 



3230. 
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2aD This action is FINAL. 2b)KI This action is nor^final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 453Q.G 2lt 

Disposition of Claims 

4) 0 Claimfs) 1-6,9-7 6 and 19-73 is/are pending in the application 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) U Claim(s) is/are allowed. 

6) 8 Claimfe) 1-6.9-16 and 1H.9H fe/oro -j Mrff 

7) D Claim(s) . is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Priority under 35 U.S.C. § 119 
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The instant application includes two(2) initialed and signed PTO-1449. 
PTO-1449 having date of 2-9-04 
PTO-1449 having date of 9-24-04. 

16 



The abstract of the disclosure is objected to because it contains the legal word, 
"comprise". Correction is required. See MPEP § 608.01(b). 



17 



It is noted that daims 14 and 2 are identical. Applicants are requested to make 
appropriate corrections. 



18 



A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new 
and useful process ...may obtain a patent therefor..." (Emphasis added). Thus, the 
term "same invention." in this context, means an invention drawn to identical subject 
matter. See Miller v. Eagle Mfg. Co.. 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467. 
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1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970). 



ran * statut0f y !jpe (35 U.S.C. 101) double patenting rejection can be overcome by 
canoeing. or amending the conflicting claims so they are no longer coextensive^ * 



19 



Claims 1-6 and 9-12, and 14 provisionally rejected under 35 U.S.C 101 as claimina the 
same mvention as that of claims 1-6 and 9-12 of copending Action No vSSXS\ 
doub,e P aten «"9 ^tion since the conSng dairnt l^have nofm ' 



20 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

^r T^Z^^^^ in 3 ^ PUWica,ion in ,his OT a fore »9 n -""try or in public 
use or on sale in thts country, more than one year prior to the date of application foTpatent in the llnrted 

21 

1 • Claims 19-23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hohman(US 5,871,604). 

The cited reference teaches the claimed process comprising providing first and second 
fiber layers , placing a layer of a resin matrix with particles therein between the layers 
and heating the resulting laminate to form a composite structure- col 2, lines 34-45; col 
8, lines 66- col 9, line 56. Concerning claims 20-23, the claimed type of particles used in 
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the resin matrix, the particles' shapes and dimensions, are directed to article limitations 
and are of are of no patentable consequences to the instant question for patentability 
which must be manipulatively distinct. Ex parte Pfeiffer, 1962 CD. 408(1961). 



22 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

^SS^mJXS^SX^ inve ^ ion b 001 dbcbsed or Ascribed as set 

rorm in section 102 of this title, if the differences between the subject matter sought to be patented and 

t^ZnlTnZ^ the **** matter 38 a "** wouW »«ve beenobSatt^VtS 
SSSS^S^l Per !^_ h f^ 9 ondinar V <*» in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention wasmade. 

23 

Claims 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hohman( 
US 5,871 ,604) in view of Hagood IV et al(US 6,048,622). 

The primary reference to Hohman teaches the basic claimed invention including a 
process for making a composite structure including the the manipulative steps of 
providing first and second fiber layers and placing a layer of resin matrix , with particles 
dispensed therein, between the layers and heating the resulting laminate to produce a 
composite structure- col 2, lines 34-45; col 8, lines 66- col 9, line 56. The cited primary 
reference while teaches including particles in its patented resin material , fails to 
expressly teach SMA particles. The secondary reference to Hagood IV et al, however 
teaches that it is known in the instant art to utilize SMC particles in resin matrix when 
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forming similar types composite material such as the primary reference - col 12. lines 
13-29. It would have been obvious to one of ordinary skill in the art at the time the 
invention is made to combine the teachings of the secondary reference and include 
SMC particles in Hohman's resin, in an attempt to make composite of desired 
properties/characteristics, see above and see primary reference, col 8, lines 62-65. This 
combination would have been further obvious in the absence of unexpected results. 
Concerning claims 15-16. the secondary reference in col 12. lines 5-29 teaches that the 
SMA particles would be necessarily deformed. It is submitted that the resulting 
diameters and shape of the particles would also be manipulated as same is deformed in 
the absence of unexpected results. Concerning claims 17 and 18. the secondary 
reference also teaches heating and curing the composite with the particles therein- see 
col 1 1 . lines 30-45. it is accordinly submitted that the particles would experience phase 
changes during such operation. Additionally, it is submitted that the claimed diameters 
would have been readily obtained by the skilled artisan . if not disclosed, as such 
optimum value of a result effective variable, as diameters, involves only routine skill in 
the art. In re Boesch. 617 F26 272. 205 USPQ 215 (CCPA 1980). 



23 



Applicants who wish to send a facsimile (draft copies) for the examiner's immediate 
review can do so by using the Examiner's personal fax number at 571-273-1520. The 



Application/Control Number: 10/674 615 

Art Unit: 1774 Page6 

faxing of all papers must conform with the notice published in the Official Gazette. 1096 
O.G. 30 ( November 16, 1989). NOTE: All facsimiles sent to the examiner's 
personal fax number should be In drafMorms an rf wjH ho ^ated as infnrm a l 
Same facsimiles will not be entered in the related applications unless 
otherwise agreed and noted by the examiner. 
The fax nu mber for all other fascimil. 

Information about the status off an application may be obtained from the Patent 
Information Retrieval system (Private PAIR). 

Status inquires for published applications may be retrieved from either Private PAIR 
or Public PAIR. Questions about the PAIR system should be directed to the Electronic 
Business Center at 866-217-9197. 

Any questions concerning the instant communication should be directed to Examiner 
Dixon, at 571-272-1520. Mondays to Thursdays, between 12 noon and 8 PM, eastern 
time . The examiner's supervisor. Mrs. Rena Dye. can be reached at 571-272-3186. 

Merrick Dixon 
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